The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clains 2-18, which are the only remaining clains in the
present application. Caim1 has been canceled. An anmendnent
filed February 12, 1996 after final rejection has been entered.

The clained invention relates to a nethod and apparatus for
downsanpl i ng a docunent conponent where the conmponent is in a

text representation and has an associated reliability neasure.



Appeal No. 1997-0898
Application No. 08/281, 879

The reliability measure indicates the probability that the
associ ated text representation correctly identifies the
conponent. The conponent is downsanpled by a first downsanpling
method if the reliability measure is above a threshold and by a

second downsanpling nethod if the reliability nmeasure is bel ow a

t hr eshol d.
Caim2 is illustrative of the invention and reads as
foll ows:

2. A nethod of downsanpling a docunent or a portion thereof
conprising a set of one or nore conponents, wherein each
conmponent in said set of one or nore conponents is in a text
representation and has an associated reliability neasure, said
reliability nmeasure indicating the probability that the

associ ated text representation correctly identifies said each
conponent, the nmethod conprising the steps of:

downsanpl i ng sai d each conponent by a first nethod of
downsanpling if said reliability measure is above a threshol d;
and

ot herwi se downsanpling said each conponent by a second
met hod of downsanpling if said reliability neasure is bel ow said
t hreshol d.

The Exam ner relies on the followng prior art references:?
Rao 5, 359, 671 Cct. 25,

1994
(filed Mar. 31, 1992)

! I'n addition, the Examiner relies on the adnmtted prior art at pages 1
and 2 of Appellants’ specification.
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Mur dock et al. (Mirdock) 5,418, 864 May
23,
1995
(filed Jul. 11, 1994)
Clains 2-18 stand finally rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failure to
particularly point out and distinctly claimthe invention.
Clainms 2-18 stand further finally rejected under 35 U.S.C. §
103. As evidence of obviousness, the Exam ner offers Mrdock in
view of the admtted prior art (hereinafter APA) with respect to
clainms 2, 3, 5-8, 10, 12-14, 16, and 17, and adds Rao to the
basi c conbination with respect to clains 4, 9, 11, 15, and 18.
Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs? and Answer for the
respective details.
CPI NI ON
We have carefully considered the subject matter on appeal,

the rejections advanced by the Exami ner, the argunents in

support of the rejections and the evidence of obviousness relied

2 The Appeal Brief was filed June 21, 1996 (Paper no. 18). In response
to the Examiner’s Answer dated Septenber 6, 1996 (Paper No. 19), a Reply Brief
was filed Novenber 12, 1996 (Paper No. 21) , which was acknow edged and
entered by the Exanminer as indicated in the conmunication dated January 31,
1997 (Paper No. 22).
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upon by the Exam ner as support for the obviousness rejection.
We have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, Appellants’ argunents set forth in the
Briefs along with the Examiner’s rationale in support of the
rejections and argunents in rebuttal set forth in the Exam ner’s
Answer .

It is our view, after consideration of the record before us,
that the clainms particularly point out the invention in a manner
which conplies with 35 U S.C 8§ 112, second paragraph. W are
al so of the conclusion that the evidence relied upon and the
| evel of skill in the particular art would not have suggested to
one of ordinary skill in the art the obviousness of the
invention as set forth in the appeal ed cl ains 2-18.

Accordingly, we reverse.

We consider first the Examner’s indefiniteness rejection of
clainms 2-18 under the second paragraph of 35 U.S.C. §8 112. The
general rule is that a claimnmust set out and circunscribe a
particular area with a reasonabl e degree of precision and
particularity when read in light of the disclosure as it would

be by the artisan. |In re Mwore, 439 F.2d 1232, 1235, 169 USPQ

236, 238 (CCPA 1971). Acceptability of the clai mlanguage
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depends on whet her one of ordinary skill in the art would
understand what is clainmed in light of the specification.

Seattle Box Co. v. Industrial Crating & Packing, Inc., 731 F.2d

818, 826, 221 USPQ 568, 574 (Fed. G r. 1984).

After reviewi ng the argunents of record, we are in agreenent
with Appellants (Brief, page 4; Reply Brief, pages 1-3) that,
contrary to the Exam ner’s assertion, there is no anbiguity or
lack of clarity in the clained term nology “threshold,”
especially in view of Appellants’ description at page 6 of the
specification. Simlarly, we find no anbiguity in the |anguage
“...areliability nmeasure based on the degree of simlarity
bet ween the text representations of conponents” appearing in
clains 4, 9, 11, 15, and 18. As pointed out by Appellants, the
specification at pages 7 and 8 describes how a reliability
measure i s generated based on a degree of simlarity such as by
a nmeasure of Hamm ng distance. It is our viewthat the skilled
artisan, having considered the specificationin its entirety,
woul d have no difficulty ascertaining the scope of the invention
recited in the appealed clains. Therefore, the Exam ner’s
rejection under the second paragraph of 35 U S.C. §8 112 is not

sust ai ned.



Appeal No. 1997-0898
Application No. 08/281, 879

We next consider the Exam ner’s obvi ousness rejection of
clainms 2, 3, 5-8, 10, 12-14, 16, and 17 based on the conbi nation
of APA and Murdock. In rejecting clains under 35 U S.C. § 103,
it is incunmbent upon the Exam ner to establish a factual basis
to

support the | egal conclusion of obviousness. See In re Fine,

837
F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1

17-18, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,
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1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933
( Fed.
Cir. 1984). These showi ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prima facie case of

obvi ousness. Note In re Qetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992).
Appel  ants’ response (Brief, pages 5-7) to the Exam ner’s

obvi ousness rejection asserts the Examiner’s failure to set

forth a prima facie case of obviousness since proper notivation
for the proposed conbination of references has not been
established. In particular, Appellants contend that nothing in
t he Murdock reference suggests any desirability of using

di fferent downsanpling techni ques dependent on a reliability
nmeasure, a feature present in all of the independent clains on

appeal .



Appeal No. 1997-0898
Application No. 08/281, 879

After careful review of applied prior art references in
light of the argunents of record, we are in agreenent with
Appel lants’ position as stated in the Briefs. As asserted by
Appel I ants, Murdock is not concerned with techni ques of
downsanpling but, rather, with a nethod that provides a
determ nation of the image of a particul ar conponent based on
t he output of each optical character recognition systemin a set
of character recognition systens. W find no conpelling reason
of fered by the Exam ner for the skilled artisan to | ook to
Murdock to sol ve the downsanpling probl em suggested by APA. In
our view, any suggestion to make the Exam ner’s proposed
conbi nati on does not come fromthe references thensel ves but
i nstead from Appel l ants’ own disclosure. The nere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not make the nodification obvious unless the prior
art suggested the desirability of the nodification. 1ln re
Fritch, 972 F. 2d 1260, 1266, 23 USP@d 1780, 1783-84 (Fed. G r
1992).

It is also apparent to us fromthe Examner’s |ine of
reasoning in the Answer that, since the Exam ner has nm stakenly
interpreted the disclosure of Murdock, the issue of the

8
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obvi ousness of adding a reliability nmeasure to determ ne which
of the two downsanpling techniques disclosed by APAis to be
sel ected has not been addressed. Since all of the claim
l[imtations are not taught or suggested by the applied prior

art, it is our opinion that the Exam ner has not established a

prima facie case of obviousness with respect to independent
clains 2, 7, 10, 13, and 16. Accordingly, we do not sustain the
Exam ner’s 35 U.S.C. 8 103 rejection of independent clains 2, 7,
10, 13, 16 nor of clainms 3, 5 6, 8, 12, 14, and 17 dependent

t hereon, based on the conbination of APA and Mirdock.

Turning to a consideration of the Examner’s 35 U . S.C. § 103
rejection of dependent clains 4, 9, 11, 15, and 18 in which the
Rao reference is added to the conbinati on of APA and Murdock, we
do not sustain this rejection as well. It is apparent fromthe
Exam ner’s anal ysis (Answer, page 7) that the Rao reference is
relied on solely to address the clained clustering and di stance
measure limtations. W find nothing, however, in the
di scl osures of Rao which woul d overcone the innate deficiencies

of APA and Murdock di scussed supra.
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In summary, we have not sustained either of the Exam ner’s
rejections of the clains on appeal. Therefore, the decision of
the Exam ner rejecting clains 2-18 is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

JOSEPH F. RUGAE ERO APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANl TA PELLMAN GROSS
Adm ni strative Patent Judge
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